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Opi nion by Drost, Adm nistrative Tradenark Judge:

On Decenber 16, 1998, Gail Rosen/ Steve Rosen
(applicant), identified as a general partnership, filed an
application to register the mark M CRO SHAPES (in typed
form for goods identified as “eyegl asses, eyeglass franes
and sungl asses” in International Cass 9. The application

all eges a date of first use of January 1997 and a date of
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first use in conmerce of March 1997. The application al so
contains a disclainer of the word “shapes.”

The Examining Attorney? finally refused to register the
mar k under Section 2(d) of the Trademark Act because of a
registration of the mark SHAPES (in typed form for
“sungl asses, sungl ass cases, sunglass straps, |enses and
parts for sunglasses” in International Class 9.° 15 U.S.C.
§ 1052(d). The Examining Attorney determ ned that there
woul d be a Iikelihood of confusion when the marks M CRO
SHAPES and SHAPES were used on the identified goods.

After the Exam ning Attorney nmade the refusal final,
this appeal followed. Both applicant and the Exam ning
Attorney filed briefs. An oral hearing was not requested.

The Examining Attorney’s position is that the goods
are identical and conpetitive products and the marks are
highly simlar. Applicant subnmits that its goods are
expensive, sold in high end optical and optonetry stores,
and are “prescription eyewear (franmes) and clip-on
sungl ass-type |l enses for use only with Applicant’s
prescription eyewear.” Reply Br. at 4. Applicant

mai ntains that registrant’s goods are non-prescription

2 The current Examining Attorney was not the original Exam ning
Attorney in this case.

® Registration No. 1,680,198 issued on March 24, 1992. Section 8
and 15 affidavits have been accepted or acknow edged
respectively.
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sungl asses and sungl ass parts. Al so, applicant argues that
when the marks are viewed in their entireties, they are
dissimlar.

We have considered the argunents and the evi dence
presented by the applicant and the Exam ning Attorney, and
because we determne that there is a likelihood of
confusi on when the marks SHAPES and M CRO SHAPES are both
used on sungl asses and ot her eyewear, we affirmthe refusal
to register the mark under Section 2(d) of the Trademark
Act .

Determ ni ng whether there is a |ikelihood of confusion
requi res application of the factors set forth inlnre

E. I. du Pont de Nenmours & Co., 476 F.2d 1357, 1361, 177

USPQ 563, 567 (CCPA 1973. In considering the evidence of
record on these factors, we nust keep in mnd that “[t] he
fundanental inquiry nmandated by 8 2(d) goes to the

cunul ative effect of differences in the essenti al
characteristics of the goods and differences in the marks.”

Federated Foods, Inc. v. Fort Howard Paper Co., 544 F.2d

1098, 192 USPQ 24, 29 (CCPA 1976).

We start by noting that both applicant and registrant
use their marks on sungl asses. Applicant attenpts to
explain that the goods the marks are actually used on, the

channel s of trade, and conditions of sale are different.
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Reply Br. at 4 — 12.* However, both the application and the
registration identify the goods, inter alia, sinply as
“sungl asses” without any restrictions or limtations.
Therefore, we nust consider that both applicant and

regi strant use the marks on the identical goods,

sungl asses. See Octocom Systens, Inc. v. Houston Conputers

Services Inc., 918 F.2d 937, 16 USPQ2d 1783, 1787 (Fed.

Cr. 1990) (“The authority is legion that the question of
registrability of an applicant’s mark nust be deci ded on
the basis of the identification of goods set forth in the
application regardl ess of what the record may reveal as to
the particular nature of an applicant’s goods, the
particul ar channels of trade or the class of purchasers to

whi ch the sal es of goods are directed”). See also Paul a

Payne Products v. Johnson Publishing Co., 473 F.2d 901, 177

USPQ 76, 77 (CCPA 1973) (“Trademark cases involving the
i ssue of |ikelihood of confusion nust be decided on the
basis of the respective descriptions of goods”); Inre

Di xi e Restaurants, 105 F.3d 1405, 1406, 41 USPQRd 1531,

1533 (Fed. Cir. 1997) (Applicant’s restaurant services

identified as “restaurant services specializing in

“ Applicant’s Reply Brief contains statenents about the

regi strant’s goods that were not previously of record. W will
not consider this “evidence” for the first time on appeal. 37
CFR 8§ 2.142(d).



Ser. No. 75/606, 813

Sout hern-style cuisine” legally identical to registrant’s
restaurant services identified as “hotel, notel, and
restaurant services”). W nust presune that the goods nove
t hrough all normal channels of trade for such products.
Applicant’s argunents that its goods are expensive, that

t hey nove through different channels of trade, and that
they are sold differently is not persuasive because we are
constrained to consider the issue of |ikelihood of
confusi on based on the goods identified in the application
and registration. Nothing in these identifications of
goods limts the goods to any specific channels of trade,
purchasers, or type of sunglasses. |In addition,
applicant’s eyegl asses are closely related to registrant’s

sungl asses. See Ex parte Kono Conpany, 73 USPQ 489, 490

(Commir Pat. 1947) (Applicant’s goods [goggl es and
sungl asses and parts therefor] and those named in the
regi stration [eyegl ass and spectacle franes and parts
therefore] are of substantially identical descriptive
properties”).

Next, we turn to the simlarity of the marks. “If the
services [or goods] are identical, ‘the degree of
simlarity necessary to support a conclusion of Iikelihood

of confusion declines.”” In re Dixie Restaurants, 105 F.3d

1405, 41 USP2d 1531, 1534 (Fed. Cr. 1997), quoting
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Century 21 Real Estate Corp. v. Century Life of Anerica,

970 F.2d 874, 877, 23 USPQ2d 1698, 1700 (Fed. Cir. 1992).
The question here is whether the marks create the sane
commercial inpression. The test is not whether the marks
can be distinguished in a side-by-side conparison, but

whet her they are sufficiently simlar in their overal
commercial inpression so that confusion as to the source of
t he goods marketed under the respective marks is likely to
result. “[T]here is nothing inproper in stating that, for
rational reasons, nore or |ess weight has been given to a
particular feature of the mark, provided [that] the
ultimte conclusion rests on consideration of the marks in

their entireties.” In re National Data Corp., 753 F.2d

1056, 224 USPQ 749, 751 (Fed. Cir. 1985).

Here, both marks contain the identical word SHAPES in
typed form Applicant argues that by adding the word
“MCRO to “SHAPES,” a different commercial inpression is
created. W disagree. Appropriating the entire registered
mar k and addi ng an additional termto it does not
necessarily result in overcomng the likelihood of

confusion. Wlla Corp. v. California Concept Corp., 558

F.2d 1019, 1022, 194 USPQ 419, 422 (CCPA 1977) ( CALI FORNI A
CONCEPT and design held likely to be confused wi th CONCEPT

for hair care products). 1In a simlar case, the Board
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determ ned that there was a likelihood of confusion when
the mark EDEN was regi stered for wine and the applicant
applied to register the mark MI. EDEN VI NEYARDS for the

identical goods. Inre McWIIlianms, 200 USPQ 47, 49 (TTAB

1978) (“Wiile there may be a different connotation between
the terns ‘EDEN and ‘MI. EDEN insofar as the word ‘ EDEN
m ght be interpreted as referring to the Biblical *Garden
of Eden,’ whereas ‘MI. EDEN would refer to a particul ar
mount ai n, we do not believe that such difference in nmeaning
bet ween the respective ternms woul d have any significant
beari ng upon the m nds of prospective purchasers of w ne

i nsofar as the commrercial inpression created by such terns

are concerned”); Corporate Fitness Prograns, Inc. v. \Wider

Health & Fitness Inc., 2 USPQd 1682, 1690 (TTAB 1987)

(SHAPE for nmagazi nes so resenbl es SHAPE WRI TE UP and desi gn
for newsletters that confusion is |ikely).

Even if the overlapping terns in the marks consi sted
of descriptive and highly suggestive terns, it does not
mean that these words would not be the dom nant part of the

mark. In re National Data Corporation, 753 F.2d 1056, 224

USPQ 749, 752 (Fed. Gir. 1985) ("“Assum ng CASH MANAGEMENT
is generic or at least highly descriptive in both marks, as

urged by National, does not, however, lead to a reversal in

this case.” CASH MANAGEMENT EXCHANGE hel d confusingly
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simlar to CASH MANAGEMENT ACCOUNT). Even though applicant
has di sclainmed the word “shapes,” the termis not
disclainmed in the cited registration nor is it registered
under the provisions of Section 2(f) of the Tradenmark Act.

The Exam ning Attorney has noted that the term“mcro”
is defined as neaning “small.” Anerican Heritage
Dictionary of the English Language (1992). The Exam ni ng
Attorney argues that M CRO SHAPES “suggests t hat
applicant’s goods are small.” Examning Attorney’s Br. at
8. We agree that when the marks M CRO SHAPES and SHAPES
are both used on sungl asses, they do not create different
comerci al inpressions. Rather, prospective purchasers
famliar with registrant’s mark would Iikely believe that
t he sane goods with applicant’s nmark would be sinply a
smal | er version of registrant’s goods. Even if we were to
assunme that purchasers of sungl asses and eyegl asses are
sophi sti cated purchasers, they would |Iikely be confused
when nmarks as simlar as applicant’s and registrant’s are
used on the identical and closely related goods. QOctocom
Systens, 16 USPQR2d at 1787.

Mar ks do not have to be identical to be confusingly

simlar. Canadian |Inperial Bank of Conmerce v. Well|ls Fargo

Bank, 811 F.2d 1490, 1 USPQ2d 1813, 1816-17 (Fed. G r

1987) (Marks "Commrcash" and " Conmuni cash”™ not identical but



Ser. No. 75/606, 813

strikingly simlar). The only difference between
applicant’s and registrant’s mark is the presence of the
word “mcro.” The addition of this term does not result in
the marks being significantly different in sound,
appear ance, or neaning.

Applicant also included with its appeal brief a |ist
of applications and registrations, (Ex. B) which it says

shows that the mark “Shapes is a weak mark.”®

Applicant’s
Br. at 5. The Exam ning Attorney objects to the subm ssion
of this new evidence on appeal. Examning Attorney’s Br

at 9. W agree. Applicant cannot introduce new evi dence
on appeal. 37 CFR 8§ 2.142(d). In addition, we do not take
judicial notice of registrations and applications in the
Ofice nor, even if tinely submtted, is it sufficient to
simply include a list of marks with registration and

application nunbers to prove that a mark is weak. Inre

Hub Distributing, Inc., 218 USPQ 284, 285 (TTAB 1983)

(“[We do not consider a copy of a search report to be
credi bl e evidence of the existence of the registrations and

the uses listed therein”); See alsoInre Smth and

Mehaf fey, 31 USPQd 1531, 1532 (TTAB 1994); In re Duofold,

Inc., 184 USPQ 638, 640 (TTAB 1974).

> Applicant requests that if we do not consider these Office
records, we should remand the application for further
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Finally, applicant argues that registrant’s mark is
not fanous, that there has been no actual confusion, and
that applicant has “virtually no right to exclude others
fromuse of the term SHAPES since it is “descriptive
according to the examner.” Reply Br. at 22. First, an
appl i cant cannot attack the validity of a registration in

an ex parte proceeding. Dixie Restaurants, 41 USPQR2d at

1534. Second, it is unnecessary to show actual confusion

in establishing |ikelihood of confusion. G ant Food, Inc.

v. Nation's Foodservice, Inc., 710 F.2d 1565, 218 USPQ 390,

396 (Fed. Gr. 1983); J & J Smack Foods Corp. v. MDonald' s

Corp., 932 F.2d 1460, 18 USPQ2d 1889, 1892 (Fed. Cir.

1991). Moreover, an ex parte proceedi ng provides no
opportunity for the registrant to show i nstances of actual
confusion. Thus, even if the statenent of applicant’s
attorney was supported by evidence of record, it would not
elimnate the |likelihood of confusion. Third, even if
registrant’s mark were weak, that would not mean that
applicant’s mark, which is used on the identical and
closely rel ated goods, would be registrable. The Court of
Custons and Patent Appeals rejected the argunment that marks

on the Suppl enental Register can only be used to refuse

exam nation. Reply Br. at 3. Applicant’s request is nmanifestly
untinmely, and it is denied.

10
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registration for identical marks. In re The dorox Co.,

578 F.2d 305, 198 USPQ 337, 341 (CCPA 1978). Here, the
registration is on the Principal Register, and there is no
reason to limt the scope of protection to identical marks.

| nasmuch as the goods are identical and closely
related and the marks create the simlar commercia

i npressions, there is a likelihood of confusion.

Decision: The refusal to register the nmark under Section

2(d) is affirmed.
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